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I. Minor Informalities 

1 . Paragraph [0007] and [001 3] incorrectly reference US patent 4,054,310 to Coopersmith. 
Appropriate correction is required. 

II. Claim Rejections -35 USCS112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 23 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

1.1. Claim 23 recites the limitation "the trough" in line 3. There is insufficient antecedent 
basis for this limitation in the claim. 
III. Claim Rejections ■ 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

1. Claims 1, 2, 5, 14-18, 20-24, and 28-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by PIETRAS (US 6,695,559; PCT W099/41485). 

1.1. With respect to claim 1, PIETRAS discloses an apparatus for handling a tubular (13), 
the apparatus being coupled to a tubular transport tool (1), comprising at least one arm 
(13) actuatable to limit movement of the tubular as the tubular is removed from the 
transport tool (Col. 2 Li. 40-43). 
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1.2. With respect to claim 2, PIETRAS discloses an apparatus for handling a tubular, the 
apparatus being coupled to a tubular transport tool, comprising at least one arm 
having a first and second end, the first end being coupled to the tubular transport tool 
(Col. 2 Li. 40), the second end actuatable to limit movement of the tubular relative to 
the transport tool (Col. 1 Li. 22). 

1.3. With respect to claim 5, PIETRAS discloses all elements of claim 2 and additionally 
discloses a stop member (19) for contacting the tubular. 

1.4. With respect to claim 14, PIETRAS discloses providing a tubular transport having a 
tubular handling apparatus transporting a tubular to a position proximate the wellbore 
(Fig. 1), raising the first end of the tubular relative to the wellbore (Fig. 7), limiting 
movement of the second end using the tubular handling apparatus (Fig. 8), and 
positioning the second end above the wellbore using the tubular transport tool (Fig. 9). 

1.5. With respect to claim 15, PIETRAS discloses all elements of claim 14 and additionally 
discloses the tubular handling apparatus coupled to the tubular transport tool. 

1.6. With respect to claim 16, PIETRAS discloses all elements of claim 14 and additionally 
discloses actuating the tubular handling apparatus to contact the second end of the 
tubular as the tubular is raised. 

1.7. With respect to claim 17, PIETRAS discloses all elements of claim 14 and additionally 
discloses providing the tubular handling apparatus with an arm for contacting the 
tubular. 

1.8. With respect to claim 18, PIETRAS discloses all elements of claim 17 and additionally 
discloses raising the arm to contact the tubular, thereby limiting movement of the 
second end. 
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1.9. With respect to claim 20, PIETRAS discloses all elements of claim 14 and additionally 
discloses retaining the first end of the tubular with an elevator (6). 

1.10. With respect to claim 21, PIETRAS discloses all elements of claim 14 and 
additionally discloses positioning the second end over the wellbore using the tubular 
handling apparatus. 

1.11. With respect to claim 22, PIETRAS discloses a carriage (4) and a tubular handling 
tool for limiting the movement of the tubular as the tubular is removed from the 
carriage. 

1.12. With respect to claim 23, PIETRAS discloses all elements of claim 22. PIETRAS 
additionally discloses the tubular handling tool having at least one arm, the arm having 
a first and second end, a first end being operatively coupled to a trough (Col. 2 Li. 20) 
and the second end actuatable to contact the tubular. 

1.13. With respect to claim 24, PIETRAS discloses all elements of claim 22 and 
additionally discloses the tubular handling tool pivotable relative to the carriage. 

1.14. With respect to claim 28, PIETRAS discloses all elements of claim 22 and 
additionally discloses a ramp (3). 

1.15. With respect to claim 29, PIETRAS discloses all elements of claim 22 and 
additionally discloses a moving means (16). 

1.16. With respect to claim 30, PIETRAS discloses all elements of claim 29 and 
additionally discloses a ramp. 

IV. Claim Rejections • 35 USCS103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 



Application/Control Number: 10/679,702 



Art Unit: 3652 



Page 5 



A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 3, 4, 6-13, 19, and 25-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over PIETRAS in view of BURNS (US 5,609,457). 

1.1. With respect to claim 3, PIETRAS teaches all elements of claim 2. PIETRAS fails to 
teach one arm coupled to a body, the body movably coupled to the transport tool. 
BURNS teaches one arm coupled to a body, the body having a movable connection 
(Fig. 3). It would have been obvious to one of ordinary skill in the art to modify 
PIETRAS with the movable body of BURNS in order to facilitate alignment of the 
tubular with the wellbore. 

1.2. With respect to claim 4, PIETRAS in view of BURNS teaches all elements of claim 3. 
PIETRAS fails to teach the tubular retained between the body and at least one arm. 
BURNS teaches the tubular retained between the body and at least one arm. It would 
have been obvious to one of ordinary skill in the art to modify PIETRAS with the 
tubular retained between the body and at least one arm of BURNS in order to secure 
the lower portion of the tubular. 

1.3. With respect to claim 6, PIETRAS teaches all elements of claim 5. PIETRAS fails to 
teach two arms and the stop member adapted to retain the tubular between the two 
arms. BURNS teaches two arms and the stop member (58) adapted to retain the 
tubular between the two arms. It would have been obvious to one of ordinary skill in 
the art to modify PIETRAS with the two arms and stop member of BURNS in order to 
ensure the tubular is not accidentally released. 
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1.4. With respect to claim 7, PIETRAS teaches all elements of claim 2. PIETRAS fails to 
teach two arms to control movement of the tubular. BURNS teaches two arms to 
control movement of the tubular (53). It would have been obvious to one of ordinary 
skill in the art to modify PIETRAS with the two arms of BURNS in order to provide an 
easily releasable securing means for the tubular. 

1.5. With respect to claim 8, PIETRAS in view of BURNS teaches all elements of claim 7. 
PIETRAS fails to teach the arms actuatable between an open and a closed position. 
BURNS teaches the arms actuatable between an open and a closed position (Fig. 7). 
It would have been obvious to one of ordinary skill in the art to modify PIETRAS with 
the actuatable arms of BURNS in order to selectively cause the retention or release of 
the tubular. 

1.6. With respect to claim 9, PIETRAS in view of BURNS teaches all elements of claim 8. 
PIETRAS fails to teach the stop members adapted to retain the tubular between the 
two arms when the two arms are in the closed position. BURNS teaches the stop 
members adapted to retain the tubular between the two arms when the two arms are 
in the closed position. It would have been obvious to one of ordinary skill in the art to 
modify PIETRAS with the stop members of BURNS in order to ensure the tubular is 
not accidentally released. 

1.7. With respect to claim 10, PIETRAS in view of BURNS teaches all elements of claim 9. 
PIETRAS fails to teach each arm having a stop member. BURNS teaches each arm 
having a stop member. It would have been obvious to one of ordinary skill in the art to 
modify PIETRAS with the stop members of BURNS in order to ensure the tubular is 
not accidentally released. 
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1 .8. With respect to claim 1 1 , PIETRAS in view of BURNS teaches all elements of claim 7. 
PIETRAS additionally teaches an arm actuatable between a raised and lowered 

* position. 

1.9. With respect to claim 12, PIETRAS in view of BURNS teaches all elements of claim 

11. PIETRAS additionally teaches an arm adapted to control the movement of the 
tubular when in the raised position. 

1.10. With respect to claim 13, PIETRAS in view of BURNS teaches all elements of claim 

12. PIETRAS fails to teach the arm is movable in at least two planes. BURNS teaches 
the arm is movable in at least two planes (33), (50). 

1.11. With respect to claim 19, PIETRAS teaches all elements of claim 14. PIETRAS fails 
to teach the tubular disposed between two arms. BURNS teaches the tubular disposed 
between two arms. It would have been obvious to one of ordinary skill in the art to 
modify PIETRAS with the two arms of BURNS in order to provide an easily releasable 
securing means for the tubular. 

1.12. With respect to claim 25, PIETRAS teaches all elements of claim 22. PIETRAS fails 
to teach two arms adapted to retain the tubular. BURNS teaches two arms adapted to 
retain the tubular. It would have been obvious to one of ordinary skill in the art to 
modify PIETRAS with the two arms of BURNS in order to provide an easily releasable 
securing means for the tubular. 

1.13. With respect to claim 26, PIETRAS in view of BURNS teaches all elements of claim 
22. PIETRAS fails to teach two actuatable arms to contact the tubular. BURNS 
teaches two actuatable arms to contact the tubular. It would have been obvious to one 
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of ordinary skill in the art to modify PIETRAS with the two arms of BURNS in order to 
selectively cause the retention or release of the tubular. 
1.14. With respect to claim 27, PIETRAS in view of BURNS teaches all elements of claim 
26. PIETRAS fails to teach the arms movable between an open and a closed position. 
BURNS teaches the arms movable between an open and a closed position. It would 
have been obvious to one of ordinary skill in the art to modify PIETRAS with the 
movable arms of BURNS in order to selectively cause the retention or release of the 
tubular. 

2. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over PIETRAS. 

2.1. PIETRAS teaches all elements of claim 31 and additionally teaches a trough for 
supporting the tubular. 

V. Conclusion 

1. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

2. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Charles N. Greenhut whose telephone number is (571) 272-1517. 
The examiner can normally be reached on 7:30am - 4:00pm EST. 

3. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen D. Lillis can be reached on (571) 272-6928. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

4. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
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applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 




